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1 The above-entitled matter came on for oral hearing on Thursday, 

2 February 12, 2009, at The U.S. Patent and Trademark Office, 600 Dulany 

3 Street, Alexandria, Virginia, before Victor Lindsay, Notary Public. 
4 

5 MS. BEAN: Calendar No. 50, Mrs. McGovern. 

6 JUDGE MacDONALD: Thank you. 

7 MS. BEAN: You're welcome. 

8 JUDGE MacDONALD: Have you been here before? 

9 MS. McGOVERN: No, sir. 

10 JUDGE MacDONALD: Okay. You have 20 minutes. You can begin 

1 1 anytime and - we're ready. 

12 MS. McGOVERN: Good morning, Your Honors. My name is 

13 Meghan McGovern. I represent the appellant in this matter. 

14 The rejections made under Section 102 should be reversed because the 

15 cited reference, Bodner, does not describe all of the elements of the claims. 

16 For example, Bodner does not describe an ordered list of the resources 

17 representative of an order in which the resources were accessed using a 

18 single navigation interface as recited in the independent claims. 

19 The Office has pointed to Figure 7 of Bodner as showing such an 



20 ordered list, however, turning to Figure 7 of the Bodner reference, we see 

21 that it presents what Bodner refers to as the What's New Interface, which 

22 shows a list of quick mark items. However, this list is not in any particular 

23 order and it's not an ordered list. The list includes a name of a quick mark, a 

24 time and date of when the quick mark was updated, and the type of quick 

25 mark. However, as we see in Figure 7 of Bodner, the list is not in order. For 



2 



Appeal 2008-4761 
Application 09/582,262 

1 example, by name, the quick mark names are not alphabetized. It's not in 

2 order by when the quick mark was updated. If you look at the first three 

3 quick marks, we see update time and dates at three different points in 1996, 

4 August and October, then August again. And finally, it's not disclosed in 

5 this reference that it's ordered by type. All of these quick marks shown in 

6 Figure 7 are of the same type as this list does not show an ordered list. 



7 Moreover, our - yes? 

8 JUDGE COURTENAY: So by order, you mean time order, in your 

9 claim, essentially? You recite an order in which the resources were 

10 accessed. So you're really claiming a time sequence, a time order, is that 

1 1 correct? 

12 MS. McGOVERN: Yes, that would be fair. 

13 JUDGE COURTENAY: Thank you. 

14 MS. McGOVERN: Anybody else? 

15 (No response) 

16 MS. McGOVERN: Okay. Moreover, even if Bodner could somehow 



17 be read to show an ordered list, our claim is more specific than just an 

18 ordered list. We recite an ordered list of resources representative of an order 

19 in which those resources were accessed using a single navigation interface. 

20 Even if Bodner could somehow be shown to be an ordered list, it doesn't 

21 show -- and these quick marks could be considered to be resources, they're 

22 not shown in an order in which they were accessed, rather What's New 

23 Interface presents when these quick marks were updated. 

24 Does anybody have questions? 

25 JUDGE MacDONALD: No. 
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1 MS. McGOVERN: No further questions? 

2 JUDGE MacDONALD: Actually, yes. 

3 MS. McGOVERN: Okay. 

4 JUDGE MacDONALD: I hate to put you on the spot, but -- the claim 

5 here again. Claim 1. 

6 MS. McGOVERN: Yes. 

7 JUDGE MacDONALD: I know it's a difficult question and you 

8 haven't really prepared for it, but how is this claim statutory under Bilski? 

9 Which prong are you using for this particular method? 

10 MS. McGOVERN: Right. Thank you for your question. Bilski was 

1 1 intervening case law, as you know, and these claims, we would be willing to 

12 amend these claims in view of Bilski. The way we're thinking is probably 

13 under the tied-to-a-machine way of Bilski, because this is all done on a 

14 client machine, one of the - 

15 JUDGE MacDONALD: Well, I'm also -- sorry to interject. Let me 

16 interject. I'm also - it appears you're creating particular data structures in 

17 your machine. So is there a transformation possibility there? 

18 MS. McGOVERN: There is a transformation possibility, and we 

19 would be willing to consider that, as well. 

20 JUDGE MacDONALD: Okay. That's it for my questions. 

21 JUDGE COURTENAY: Okay, going back to Figure 7 - 

22 MS. McGOVERN: Okay. 

23 JUDGE COURTENAY: -- we have times that these entities, these 

24 names, are updated. Don't you access something when you update 

25 something? 
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1 MS. McGOVERN: I think that's a good question. However, what 

2 this reference discloses is that by updating, what they mean is the content 

3 has changed or the resource that, you know - like, take for example, PC 

4 World Online has maybe been a deleted Web page. So that's what they 

5 mean by updated. And I think that it's -- 1 think also in this reference they 

6 talk about the system checking for whether or not those resources have been 

7 updated. So, say, you know, the system is going out to look at whether PC 

8 World Online, its content has changed as its Web page. So it's not clear 

9 whether or not that was - that Web page was accessed with a single 

10 navigation interface. Rather, it's the system going out to see whether or not 

1 1 that resource has been -- its content has changed, or perhaps its even been 

12 deleted. 



13 JUDGE MacDONALD: Any further questions? 

14 JUDGE SIU: No. 

15 JUDGE MacDONALD: Any further questions? 

16 JUDGE COURTENAY: No further questions. 

17 MS. McGOVERN: Okay. 

18 JUDGE MacDONALD: There are no further questions. 

19 MS. McGOVERN: Okay. Thank you very much. In conclusion, we 

20 believe that the Bodner reference doesn't anticipate the claim. And I thank 

21 you very much for your time, Your Honors. 

22 (Whereupon, the hearing concluded on February 12, 2009.) 
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